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- Any reply received by the Office later than three months afte 'the Sm St» ^Th l "^"^ ABANDONED (35 U.S.C. § 133). """""^aiion. 
earned patent term adjustment. See 37 CFR 1 704(b) ^ communication, even if timely tiled, may reduce any 

Status 

1 )H Responsive to communication{s) filed on 12 May 2003 
2an This action is FINAL. 2bM This action is non-final 

4) |g| Claim(s) 1-18,20-37 and 4?.64 is/are pending in the application. 
4a) Of the above claim(s) is/are withdraw/n from consideration. 

5) ^ Claim(s) 45-64 is/are allowed. 
6M Claim(s) 1-18.20.21.24.3P-3fi4.'^ .nH is/are rejected. 

7) 13 Claim(s) 22.23.25-31.36 37 ^nn AO js/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected ,o by the Examiner 

1 1 ^n tk""'""'"' *° '^^^'"9^^^ ^^"^ ^''^y^"^- See 37 CFR 1 85(a) 

11) D The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 
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Priority under 35 U.S.C. §§ 119 and 120 
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2.n Certified copies of the priority documents have been received in Application No 
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c\r-iTN * ■ ^ " '^y""°®'^'^^^ *''^ §T 19(e) (to a provisional application) 
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Notice of Infomial Patent Application (PTO-152) 
Other- 
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DETAILED ACTION 



This office action is in response to the after final amendment. Paper No. 7 dated 
May 12, 2003 that has been entered of record. The pending claims of record are claims 
1-18, 20-37 and 42-64. The amendments to claim 1 have been entered of record. 
Cancels 38-41 and claims 65-69 have been canceled. 

The finality of the rejection of the last Office action and the indicated allowance of 
the instant application in view of the discussed examiner's amendment on May 2 1 , 2003 
is withdrawn in view of the newly discovered prior art reference U.S. Patent No. 
5,232,464 of Klezl. A new art rejection is set forth below. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

states. ® y®^"^ '° *"® "^3*6 of application for patent in the United 

Claims 1-4. 6-8.12 and 43-44 are rejected under 35 U.S.C. 102(b) as being 
clearly by Klezl. 

Patentee teaches and discloses a fuel comprising gasoline and 2.o percent by 
volume of methyl formate that clearly anticipates the instant claims directed to gasoline 
fuel and methyl formate, in the entirety, especially example 1 . 

Claims 1-3. 5-7, 9, 1 1, 19, 32-35 and 44 for reasons made of record in Paper No. 
4 dated July 16. 2002 remain rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Killick et al (Killick) WO 95/02654. 
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Claims 1-4, 6-8. 1 1, 19, 32-34 and 43-33 for reasons made of record in Paper 
No. 4 dated July 16. 2002 remain rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Mayerhoffer (Mayerhoffer) 3,860.262. 

Claims 1-3. 4-7, 9, 1 1, 19, 32-35 and 43-44 for reasons made of record in Paper 
No. 4 dated July 16, 2002 remain rejected under 35 U.S.C. 102(b) as being clearly 
anticipate by Tunison 1,423,048. 

Claims 1 and 15-18 for reasons made of record in Paper No. 4 dated July 16. 
2002 remain rejected under 35 U.S.C. 102(b) as being clearly anticipated by Dorer et al 
(Dorer) 3.658.495. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

SJiStlrC^^^^^^^^ <^isclosed or described as set 

the prior art are such that Sl ectSe?^^^^^^^^ »° P^t«"ted and 

invention was made to a person SLrorS.'n«rv\r5t r ^ ^^"^ time the 

Patentability shall not be ^e^^^ ^h^^^^^^^^ £ rnrSnlSS. 



Claim 42 for reasons made of record in Paper No. 4 dated July 16. 2002 



remain 



rejected under 35 U.S.C. 1 03(a) as being unpatentable over Killick et al (Killick) WO 
95/02654 and Dorer 3.658,495 as applied to claims 1 and 15-18 above, and further in 
view of Gyimah et al (Gyimah) 5,302,592. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

Claim 24 is ejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
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regards as the invention. The first and second compound of claim 1 fail to correspond 
to correspond to claim 20 from which it depend directly, but would be allowed upon the 
removalof the 112 issue. 

Claims 32-35 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The stabilizer (set forth in the specification as an 
alcohol) and the alcohol of claims 33-35 appear to be in conflict with formulas I, II , 
and IV oxygenates of claim 1. Clarification is requested. 

Claims 45-64 contains allowable subject matter and would be allowable upon the 
cancellation of the claims that are not allowable. 

Claims 22-23. 25-31 and 36-37 are objected as depending upon claims that are 
not allowable. 

The examiner suggest that applicants may overcome the prior art made of record 
by amending claim 1 to delete the phrase "consists essentially of and to insert the term 
-is- and to amend the formula to delete the methyl formate of the newly relied 
cited art of KlezI U.S. 5,232,464, to cancel claims 32-35. and to amend claim 36 at line 
1 to delete "32," and insert the following phrase -1, further comprising a stabilizer- to 
overcome the teachings of the relied on prior art and to place the instant application in 
condition for allowance. 



on 
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Applicant's arguments filed May 12, 2003 have been fully considered but they 
not persuasive. 



are 



Applicants' claims are open-ended and would not exclude the alcohol of Killick. 
The oxygen-containing component contains the partially open-ended phrase "consists 
essentially of that does not exclude the alcohol of Kilick. 

The arguments with respect to claims 38-40 are deemed moot in view of 
applicants' cancellation of claims 38-40. 

Applicants' arguments with respect to Sieg are deemed moot in that the instant 
claims do require the presence of a percentage of oxygenate and therefore does rebut 
the teachings of Sieg. 

Applicants' arguments with respect to Smith are deemed moot in that the instant 
claims do require the presence of a percentage of oxygenate and therefore does rebut 
the teachings of Smith. 

Applicants' instant claims do require the presence of at least 1% percentage of 
oxygenates and therefore does not rebut the teachings of Mayerhoffer. The claims 



as 



amended do not rebut the teachings of patentee because the claims language "consists 
essentially of does not exclude the other oxygenate additives of patentee. 

Applicants' claims only require at least one compound of formula I and therefore 
is anticipated by the teachings of Tunison. The examiner maintains the position on 
record that heavy oil is a petroleum distillate, note lines 60-65, and is the diesel fuels of 
the instant claims. Therefore the instant claims are anticipated by the teachings of 
patentee. 
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Dore, composition anticipates the instam claims even though i, may contain 
Cleaning properties. The claims as amended do no, rebut the teachings of patentee 
because the claims language "consists essentally of does no. exclude the other 
oxygenate additives of patentee. 

The 103 reiecfions are maintained in ,ha, the instant claims do not require the 
presence of any range lim«a.ions to overcome the teachings of the prior art cited in the 
103 rejections made of record. 

Any inquiry concerning this communication or earlier communications from the 

308-2618. The examiner can nomiaily be reached on Monday-Friday from 7:30 am to 
6:30 pm. 

If attempts to .ach the examiner by telephone are unsuccessful, the examinees 
supen,isor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone 
numbers for the organ.ation where this appiication or proceeding is assigned are 703- 
872-9310 for regular communications and 703-872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the receptionist whose telephone number is 703-308 
0661. 
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Dorer composition anticipates the instant claims even though it may contain 
cleaning properties. The claims as amended do not rebut the teachings of patentee 
because the claims language "consists essentially of does not exclude the other 

oxygenate additives of patentee. 

The 103 rejections are maintained in that the instant claims do not require the 
presence of any range limitations to overcome the teachings of the prior art cited in the 

in:^ rejections made of record. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret B. Medley whose telephone number is 703- 
308-2518. The examiner can normally be reached on Monday-Friday from 7:30 am to 
6:30 pm. 

, If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Vasu Jagannathan can be reached on 703-306-2777. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-9310 for regular communications and 703-872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 

0661. 





M. B. Medley Jl?.?2i'^^*^EDLEY 
May 2 1 , 2003 pR'M^Y EXAMINER 




